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I. United States Trademark Law Concepts

A. What Is A Trademark?

A trademark is a word, symbol, logo, design, slogan or abbreviation, or some combination of these elements, that identifies products and services as coming from or authorized by a common source.  A trademark identifies products and a service mark identifies services, but the word trademark or mark is often used to mean both trademarks and service marks.

Trademarks may be affixed to the products themselves, placed on packaging or labels, or used in brochures, manuals and advertising.  Service marks may be used on signage and in brochures, manuals and advertising.

Trademarks are different from patents and copyrights.  Patents are granted for inventions such as mechanical devices and chemical processes.  Copyrights cover original expressions of literary and artistic works.  A website would be subject to copyright protection as a literary and artistic expression and also may use trademarks that identify products and services.  A computer program could be entitled to patent protection as a means to accomplish a process and copyright protection as a literary expression, and the name of the program may be a trademark.

B. Types Of Trademarks

The strongest trademarks, and those that are most readily protected, are marks that are inherently distinctive, that is, are readily recognized as identifying a source.  Inherently distinctive marks include coined, arbitrary and suggestive marks that do not tell you anything about the product or service they identify.  At the other end of the spectrum, the weakest marks are descriptive marks and generic words.  Descriptive marks tell you about some aspect of the product or service they identify or its customers, and may not be protected without proof of that they have acquired a source-identifying meaning, beyond the descriptive meaning.  Generic words are the common names of things, which may not be protected at all.  Exactly where a given mark falls on the spectrum of protection may be subject to differing opinions.  

The strongest marks, among those that are inherently distinctive, may be made up, or coined, and have no meaning when adopted.  Coined marks include XEROX, POLAROID and KLEENEX.  But when a coined mark is used for a new product for which there may be no common word, the mark is at risk of becoming the common, or generic, word for the product.  Words like aspirin, escalator and linoleum were coined marks that became the generic words for those products.

Arbitrary marks, words that have a meaning but are used out of context, are also distinctive and strong.  Examples of arbitrary marks are APPLE for computers and OLD CROW for whiskey.  But even arbitrary marks may be weak if they are in common use in a particular field.

Suggestive marks give an impression about the products or services they identify, but require some imagination or thought process to make the connection.  Examples of suggestive marks are GREYHOUND for bus lines and SEASON-ALL for storm doors.  

Descriptive marks may describe a characteristic, quality or use of the product or service offered under a mark, or of the consumers of the product or service.  Descriptive marks include laudatory marks, such as GOLD MEDAL and BLUE RIBBON, which tell you that the product or service identified by the mark is of good quality.  Descriptive marks also include terms indicating the geographic origin of the products or services, and marks that are primarily recognized as surnames.  Descriptive marks are weak marks that may not be protected without proof that they have acquired distinctiveness, or have come to identify a particular source through continuous and mostly exclusive use.  

Generic words, which are the common terms used to identify a general type of product or service, are the weakest marks and may not be protected because they must remain available in the language for use by others.

Other marks that may not be protected are marks that falsely suggest a connection to an unrelated source, or that indicate a false geographic origin; marks that include the flag of any nation; and marks that include the name, likeness or signature of a living person who has not provided consent.

A trade name is a name under which an entity conducts its business.  A trade name may be a corporate name, the name of a limited partnership, or the names of partners in a general partnership.  If the trade name is different from the formal name of the business, most state laws consider the name an assumed or fictitious business name and require certain filings in the state or county of use.  A trade name also may function as a trademark.


C. Proper Use Of Trademarks

Valuable trademarks may be preserved through proper use.  Trademarks should be treated as adjectives, rather than nouns or verbs.  The following are guidelines for proper trademark use:

· Make the mark noticeable by setting it apart from surrounding text through capital letters, bold print or italics.

· Use proper trademark notice, as described above.

· Use a common or generic word after the mark to prevent the mark from becoming the generic word for the product or service.

· Do not add “s” to the trademark.  Make the generic word plural, not the trademark.

· Do not add “ing” to the trademark.

· Use both word and design marks consistently and without alteration or added punctuation.

D. Policing of Trademark Rights

Trademark owners are required to use reasonable business efforts to police unauthorized and improper uses of their marks.  The risk of unauthorized use is that a mark will cease to serve a source-identification function.  A trademark owner is not required to search out infringements, but it also cannot disregard infringements that reasonably should come to its attention in the course of its normal business activities.  Of those infringements that do come to a trademark owner’s attention, not all must be pursued; the owner may use its reasonable business judgment in determining which infringements to pursue. 

E. Trademark Infringement

A trademark owner that asserts trademark infringement bears the burden to establish a likelihood of confusion between its trademark and the third party’s use.  The trademark owner must show that the third party’s use is likely to cause confusion, mistake or deception as to the source of the parties’ respective products or services, or as to the sponsorship or approval of the products or services.  

To determine whether likelihood of confusion exists, courts typically balance a number of factors, including: (1) strength of the mark; (2) similarity of the marks; (3) proximity of the products or services; (4) evidence of actual confusion; (5) similarity of marketing channels; (6) degree of care exercised by the typical purchaser; and (7) defendant’s intent.  Different factors may carry different weights in particular cases.  For example, while evidence of actual confusion may help show a likelihood of confusion, actual confusion is not required to show likelihood of confusion.  Similarly, while a defendant’s bad intent may help show likelihood of confusion, good faith or innocent intent does not preclude a finding of trademark infringement.  

Even when a term is registered by another, or is the subject of protected trademark rights, that term may be used by others in certain circumstances.  For example, the term may be used for its generic or descriptive meaning, or to refer to the trademark owner or its product or service under the mark.  These types of uses may be considered “fair use”, which is a defense against a claim of trademark infringement.  If the facts meet the requirements for “fair use”, this type of use may not be trademark infringement.

F. Licensing And Assignment of Trademarks

Trademark licensing, when done properly, will not endanger marks and in fact may strengthen them through added exposure.  Proper trademark licensing must include maintaining control over the type and quality of the goods and services offered under the marks, with the right to terminate if the licensee fails to meet quality control standards.

Trademarks may be assigned together with the goodwill associated with the mark.

II. United States Trademark Clearance And Registration

A. Clearance Of Proposed Marks

Upon tentative selection of a proposed mark or marks, steps may be taken to determine whether the proposed mark would encroach on another’s rights.  Selection of an infringing mark could result in being forced to cease use and/or being required to pay damages.

Clearance of a proposed mark usually involves an investigation to identify existing uses, and analysis of any existing uses found and their similarity to the proposed mark.  Trademark clearance should involve review by a trademark attorney.

The first level of clearance is a screening search or knock-out search. This search reviews on-line databases of federal trademark registrations and applications, and state trademark registrations. For example, very simple searching may be conducted on the United States Patent and Trademark Office website at www.uspto.gov.  However, trademark practitioners subscribe to proprietary databases that cater to more effective screening searches.

The second level of clearance is a more comprehensive search, often called a "full" search, that reviews (i) the federal and state trademark databases using different logic; (ii) common law resources such as trade publications and marketing databases, which help identify marks that are not registered but for which rights exist; (iii) domain names; (iv) internet content; and (v) international filings.  This type of search is conducted by an outside vendor and should be analyzed by a trademark practitioner.  

B. Advantages of Federal Trademark Registration

Trademarks may be registered federally for additional protection.  Trademark rights in the United States arise from use; while registration is not required, registration does provide several benefits.  For a mark used nationally or across state lines, federal registration in the United States Patent and Trademark Office (USPTO) on the Principal Register provides:

· Presumption of ownership, validity of the registration, and the exclusive right to use the mark in connection with the products or services for which it is registered. 

· Nationwide constructive notice of a claim of ownership, which may be used against others who later adopt the mark.

· Reservation of a mark that has not yet been used by applying for federal registration based on an intent to use the mark.

· Rights in marks without use in the United States based upon applications and registrations in foreign countries.

· After five years, the right to seek “incontestable” status, eliminating many grounds for challenge of the mark.

During the sixth year following federal trademark registration, a statement of continued use must be filed to keep the registration in force.  At the same time, an additional statement may be filed to obtain “incontestable” status. 

A federal trademark registration lasts 20 years if the registration or renewal was issued before November 16, 1989, or ten years if the registration or renewal was issued on or after that date.  Registrations may be renewed if the mark is still in use for the listed goods or services.

If properly used and protected, trademark rights can last indefinitely -- as long as the mark continues to identify and distinguish the source.

C. State Registration

State registration may be beneficial if a mark is only used locally.  State registration creates benefits under state law and puts on record the owner’s claim of rights.  Most state registrations have a 10-year term.  Registrations may be renewed if the mark is still in use for the listed goods or services.

D. Applications For Federal Trademark Registration 

The owner of a trademark may apply for registration of the mark in the United States Patent and Trademark Office.  A single mark could be words alone; design alone; words and design; a tagline; etc.  Each application must state one or more classes of products or services, and a list of items within each class.  All products and services are divided into 45 International Classes.   The government filing fee for an application for federal trademark registration is set per mark and per class of products or services.  

There are several bases upon which an application may be filed:  

(i) An application may be based on current use of the mark in United States commerce.  The applicant must recite the date of first use and attach a proper specimen of use.  If an application based on use does not encounter any objection from the examining attorney or a third party, the typical time to mature into a registration is about 12-15 months.  

(ii) An application may be based on a bona fide intent to use the mark within about 3 years after filing.  For intent to use applications, the applicant must make an additional filing to inform the USPTO when use has begun and provide evidence of use at that time.  If evidence of use is provided before the application reaches “allowance” by the USPTO, an Amendment to Allege must be filed.  If evidence of use is provided after the application is allowed, a Statement of Use must be filed.  After an intent to use application is allowed, the applicant must meet up to five six-month deadlines either to file a Statement of Use, or to inform the USPTO that its bona fide intent to use the mark is continuing.

(iii) An application may be based on a foreign trademark application.  In this case, the application may suspended during the period of time while the foreign application is pending.  When a registration is issued for the foreign application, a copy of the registration must be presented to the USPTO.

Each application is examined by the USPTO for registrability.  If the examining attorney raises questions or concerns, the applicant has an opportunity to respond to the issues raised by the trademark examiner.  The applicant has six months to respond with arguments or changes to the application.  Examining attorneys often question the class and description of products or services recited in the application, or the specimens of use that were submitted.  They also may question whether what is claimed to be a mark really functions as a mark.  In addition, examining attorneys may refuse registration based on a prior filed application or registration if they believe that the new application could cause confusion with the mark in the prior filing.   A trademark practitioner is familiar with the requirements of the USPTO and may be able to help avoid some of these objections.

Once an application is approved by the USPTO, it is published for opposition, to give others the opportunity to object to registration.  Any person or entity with an interest may oppose issuance of the registration by making an appropriate filing within thirty days after publication.  The filing may request an extension of the time to oppose up to a maximum of 180 days.  When an opposition is filed, the application is placed into an administrative adversarial proceeding before the Trademark Trial and Appeal Board. Such proceedings are handled similar to litigation, with discovery under the Federal Rules of Civil Procedure.  However, the trial is conducted on paper rather than oral examination of witnesses.

A registration may be issued only after any possible objections are resolved, and evidence of use of the mark has been filed.  If the mark was filed based on intent to use, evidence of use may be submitted during the examination phase, or after any objections to the application have been resolved and the application has been “allowed”.

The key documents and information needed for filing a trademark application are as follows:  

1. All Applications: Mark, class, goods or services description; applicant name, address, business organization and place of organization. 

2. Use Based Applications also require: Specimen and date of first use in each class. 

3. Intent to Use Applications: Statement of bona fide intent to use the mark for the goods or services stated in the application. The applicant must intend to begin to use the mark for the goods or services within approximately three years. 

4. Application based on Foreign Filing: Information about foreign application or registration, including application or registration number, filing date of application, mark, class, goods or services description; applicant name, address, business organization and place of organization. A copy of the foreign registration also is required.

B. Trademark Notice

A trademark notice informs others of a claim of rights in the mark and may discourage others from adopting an infringing mark.  Appropriate trademark notices are:

For federally registered trademarks only:  "®"; "Registered in U.S. Patent and Trademark Office"; and "Reg. U.S. Pat. & Tm. Off."  These notices may not be used unless a certificate of registration has been issued for the mark.

For any mark:  "TM" (for trademarks and service marks) and "SM" (for service marks).  

For any mark:  A statement at the beginning or end of a publication or on a label or hangtag listing the marks used and stating that the marks are the trademarks (or registered trademarks, if appropriate) of the appropriate entity.

Trademark notice is not required and need not appear in conjunction with every use of the mark, but should be used frequently enough to serve the function of notifying the public of trademark rights.  Use of notice of federal registration is a prerequisite to damages in a trademark infringement action.

II. International Trademark Protection

Trademark rights generally are protected on a country by country basis.  In many countries outside the United States, unregistered uses are largely unprotected and registration takes on a much great importance.  Businesses operating on a multinational basis must analyze the cost and benefit of obtaining registration covering each country in which they desire protection of their marks.  

The European Community (“EC”) has adopted a method for a single trademark registration effective throughout the EC, which is available to United States residents.  This “Community Trademark” co-exists with national registration in the member countries of the EC.  As the EC expands, the coverage of a Community Trademark also expands to new member countries.

In addition, the United States is a member of an international trademark registration treaty known as the Madrid Protocol. The Madrid Protocol enables United States businesses to make one trademark filing in the United States seeking registration in the United States and designating other Madrid Protocol member countries for registration under their local laws.  The resulting registration is called an “International Registration”.

The main benefit of the Madrid Protocol is that trademark owners in member countries may reduce the cost, paperwork and time involved in filing multiple national trademark applications by making a Madrid Protocol filing of one application, in one office, with one set of documents, in one language, with one fee.  The Madrid Protocol filing fees are generally lower than the fees for filing separate applications in each individual country, and there is no need to hire foreign counsel for the initial filing.  

However, the Madrid Protocol does not create a new registration scheme, as did the Community Trademark of the EC.  Instead, the Madrid Protocol is a mechanism to obtain multi‑national registration rights through a centralized system.  Foreign counsel would be needed to handle prosecution of a national filing in each member country’s trademark office, and to move the application to registration.

A Madrid Protocol filing may result in multinational registration with one registration number and one renewal date.  Because of the centralized system, a Madrid Protocol registration remains dependent on the validity of the underlying registration in the applicant’s home country for five years from the date of registration.  Further, Madrid Protocol registrations may be assigned only to an assignee that is a national of a member country.  These restrictions cause some clients to forego the Madrid Protocol alternative.

In sum, the Madrid Protocol gives trademark practitioners another tool to accomplish the client’s goals.  Evaluation of all the available alternatives is advisable before concluding that a Madrid Protocol filing best serves the client’s needs.  

III. Domain Names

Domain names are human-readable internet addresses.  When a web user types in or clicks on a link to a domain name, the Internet session is routed to the location identified by that domain name.  Domain names may incorporate words, phrases or other terms that are used in combination with a top-level domain, such as .com, .net or .org, or a country code domain, such as .uk or .cn.  

Cybersquatting is the use of another’s trademark in a domain name in bad faith.  Typosquatting is a variant of cybersquatting where minor misspellings of a trademark are employed to take advantage of spelling errors made by Internet users while attempting to type in the trademark as part of a domain name.  

There are two primary avenues for recourse against alleged cybersquatting.  The first is the Uniform Domain Name Dispute Resolution Policy, and the second is under federal Anti-Cybersquatting Consumer Protection Act.  Both have similar definitions of cybersquatting, which differs from trademark infringement in that the good faith or bad faith intent of the domain name holder is critical to the cybersquatting analysis.

A. Uniform Domain Name Dispute Resolution Policy (UDRP)

The UDRP, adopted by the Internet Corporation for Assigned Names and Numbers (ICANN) and certain domain name registrars, requires domain name holders to represent and warrant that to their knowledge, the registration of the domain name will not infringe or otherwise violate the rights of any third party; they are not registering the domain name for an unlawful purpose; and they will not knowingly use the domain name in violation of any applicable laws or regulations. The UDRP provides for mandatory administrative proceedings to resolve alleged violations of the Policy that are claimed to be “cybersquatting”.  The administrative panels hearing the proceedings may order cancellation of a disputed domain name or the transfer of the disputed domain name to the complainant (usually the trademark owner).  The decisions of the UDRP are binding on the parties and the relevant domain name registrar unless either party brings the dispute to a national court.

To prevail in an administrative proceeding under the UDRP, a complainant must prove three elements:

(i) the disputed domain name is identical or confusingly similar to a trademark in which the complainant/trademark owner has rights;

(ii) the domain name holder has no rights or legitimate interests in the domain name (e.,g., the domain name does not represent a mark of the holder, or  “fair use” of the complainant’s trademark); and

(iii) the disputed domain name has been registered and is being used in bad faith.

Evidence of bad faith may include, but is not limited to the following: 

(i) circumstances indicating the disputed domain name was acquired primarily for the purpose of transferring the domain name registration to the trademark owner or its competitor, for a payment in excess of costs;

(ii) registration of the disputed domain name to prevent the trademark owner from reflecting its mark in a domain name, provided that there is a pattern of such conduct; 

(iii) registration of the domain name primarily for the purpose of disrupting the business of a competitor; or

(iv) use of the domain name in intentional attempt to attract, for commercial gain, Internet traffic, by creating a likelihood of confusion with the mark of the trademark owner.

B. Anti-Cybersquatting Consumer Protection Act (ACPA) 

The ACPA is a federal law that is part of the trademark statute.  The ACPA provides civil liability for cybersquatting where:

(i)  the trademark owner holds a distinctive or famous mark;

(ii) the domain name holder has a bad faith intent to profit from the mark;

(iii) the domain name holder registers, traffics in or uses the domain name using the mark; and

(iv) the domain name is confusingly similar to or dilutes the mark.


Factors relevant to assessment of bad faith focus include:

(i) whether the domain name holder offered to sell the domain name to the trademark holder for financial gain without having used or intended to use it for a bona fide business;

(ii) whether the domain name holder intended to divert consumers from the trademark owner’s online location to a site that could harm the goodwill of the mark, either for commercial gain or with the intent to tarnish or disparage the mark, by creating a likelihood of confusion;

(iii) whether the domain name consists of the legal name or common handle of the domain name holder and whether the domain name holder previously used the mark in connection with a bona fide business; and

(iv) whether the domain name holder has made bona fide noncommercial or fair use of the mark in a site accessible under the domain name.  

The ACPA does not provide recourse against a domain name that incorporates another’s  trademark on legitimate grounds or fair use.  From the reverse point of view, the ACPA protects the domain name holder against a trademark owner that knowingly and materially misrepresents to a registrar that the domain name infringes its claimed rights, with remedies of re-activation of the domain name and damages against the trademark owner.
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